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DETAILED ACTION 
Current Status 

1 . This action is responsive to Applicants' amendment of 1 9 January 201 0. 

2. Receipt and entry of Applicants' amendment is acknowledged. 

3. Claims 1-5, 7, 8, 12, 13, 16, 17, 22, 25, 26, 80-94, 96, 97 and 99-103 are pending. 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification sliall contain a written description of tine invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 1 and 102 are finally rejected under 35 U.S.C. 1 12, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. There is no support 
for the limitation excluding the subgenii defined in lines 23 -32 and 22-30, 
respectively : 

"that when L contains three double bonds, said hydrocarbon chain is further substituted with Ca^ 
alkenyl, Ca-^alkynyl, Ci^alkoxy, hydroxy!, halo, amino, nitro, Ca-scycioaikyi, 3-5 membered 
heterocycloalkyi, monocyclic aryl, 5-6 membered heteroaryl, Ci^alkylcarbonyloxy, 

alkylcarbonyl, or formyl; and further provided that when L is C4 _or &^ and contains one 

triple bond or on e or two double bonds and A is phenyl or substituted phenyl, is not a bond or - 

CH2-, and is -CH2-; 

provided that when L is C4, A is C3-14 cycloalkyi then Yi is not CH2; and further provided that when 
L is C4 containing two double bonds, and is co-substituted with phenyl or substituted phenyl, A is 
not phenyl or substituted phenyl;". 
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The claim language constitutes new matter because the written description of the 
instant specification does not "reasonably lead" those skilled in the art to this 
particular subgenus of compounds. (MPEP 2163.05). 

Examiner's Response to Applicants' Remarlts With Regard to Wis Rejection 

5. Applicants have neither argued against this rejection nor amended the claims in a 
manner that obviates it. 

Applicant's arguments filed 19 January 2010 have been fully considered but they are 
not persuasive for the reasons set forth above. 

6. Claim 22 is finally rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. There is no support for the limitation 
excluding the subgenii defined in lines 16 -19 : 

"that when L contains three double bonds, said hydrocarbon chain is further substituted with C2-4 
alkenyl, Ca-^alkynyl, Ci^alkoxy, or amino; and further provided that when L is Cj_or €aj and 
contains one triple bond or on e or two double bonds and A is phenyl or substituted phenyl, is 
not a bond or -CHj-^ and is -CH2-;" . 
The claim language constitutes new matter because the written description of the 
instant specification does not "reasonably lead" those skilled in the art to this 
particular subgenus of compounds. (MPEP 2163.05). 

Examiner's Response to Applicants' Remarks With Regard to This Rejection 
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7. Applicants have neither argued against this rejection nor amended the claims in a 
manner that obviates it. 

Applicant's arguments filed 19 January 2010 have been fully considered but they are 
not persuasive for the reasons set forth above. 

8. Claims 80, 91 and 103 are finally rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The clalm(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time 
the application was filed, had possession of the claimed invention. There is no 
support for the limitation excluding the subgenii defined in lines 23 -27, 21-25 and 
18-22, respectively : 

provided that when L is C4, A is C3-14 cycloalkyi then Yi is not CH2; and further provided that when 
L is C4 containing two double bonds, and is co-substituted with phenyl or substituted phenyl, A is 
not phenyl or substituted phenyl; further provided that when L is C^orC^ C3.7 and contains one 
triple bond or on e or two double bonds and A is phenyl or substituted phenyl, is not a bond or - 
CH2-, and is -CH2-;" 

The claim language constitutes new matter because the written description of the 
instant specification does not "reasonably lead" those skilled in the art to this 
particular subgenus of compounds. (MPEP 2163.05). 

Examiner's Response to Applicants' Remarlts With Regard to Wis Rejection 

9. Applicants have neither argued against this rejection nor amended the claims in a 
manner that obviates it. 
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Applicant's arguments filed 19 January 2010 have been fully considered but they are 
not persuasive for the reasons set forth above. 

1 0. The rejections under 35 USC § 1 02, set forth in paragraphs 1 1 -1 3 of the previous 
Office Action mailed 19 October 2009 are withdrawn in response to Applicant's 
amendment. 

1 1 .The objection to the claims, set forth in paragraph 14 of the previous Office Action 
mailed 19 October 2009 is withdrawn in response to Applicant's amendment. 

New Rejections 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

12. Claims 1-5, 7, 8, 13, 16, 17, 22, 25, 26, 80-94, 96, 97 and 99-103 are finally rejected 
under 35 U.S.C. 112, second paragraph, as being indefinite for failing to particularly 
point out and distinctly claim the subject matter which applicant regards as the 
invention. Claims 1 , 22, 80, 91 , 102 and 103 recite the limitation "contains one triple 
bond" in lines 26-27, 18, 26, 25, 26 and 21, respectively. There is insufficient 
antecedent basis for this limitation in the claims. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form 
the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

13. Claims 1-4, 12, 13, 22, 102 and 103 and are rejected under 35 U.S.C. 102(b) as 
being anticipated by Fujisawa et al (Chemistry Letters, Regioselectivity of p-Vinyl-p - 
Propiolactone Toward Various Nucleophiles, 1982, (1), pages 71-74, abstract). 
Fujisawa discloses (See search listing last page), the compound Ph-S 
CH2CH=CHCH2C02H. Ph-S CH2CH=CHCH2C02H corresponds to an instantly 
claimed compounds in which A is phenyl (unsubstituted), L is a C3 trans olefin 
containing a triple bond, =S, Y^=CH2, Xi, X2 = O. Fujisawa therefore anticipates 
claims 1-4, 12, 13, 22, 102 and 103. 

14. Claims 1-5, 12, 13, 22, 80-84, 87, 88 and 102 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Lopez et al (International Journal of Pharmaceutics, Skin 
Permeation Model of Phenylalkylcarboxylic Homologous Acids and Their Enhancer 
Effect on Percutaneous Penetration of 5-Flurouracil, 1996, 139, pages 205-217). 
Lopez discloses (Page 208, column 1 , bottom. Table 1 ) a series of phenyl alkanoic 
acids corresponds to an instantly claimed compounds in which A is phenyl 
(unsubstituted), L is a C3-7 saturated chain, =a bond, Y^=CH2, Xi, X2 = O. Lopez 
discloses (Page 21 1, column 2, top. Fig 4) pharmaceutical compositions of these 
compounds.. Lopez therefore anticipates claims 1-5, 12, 13, 22, 80-84, 87, 88 and 
102. 
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Conclusion 

15. Claims 1-5, 7, 8, 12, 13, 16, 17, 22, 25, 26, 80-94, 96, 97 and 99-103 are pending. 
Claims 1-5, 7, 8, 12, 13, 16, 17, 22, 25, 26, 80-84, 87-94, 96, 97 and 99-103 are 
finally rejected. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing 
date of the advisory action. In no event, however, will the statutory period for reply 
expire later than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul A. Zucker whose telephone number is 571-272- 
0650. The examiner can normally be reached on Monday-Friday 5:30-3:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Daniel Sullivan can be reached on 571-272-0779. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from 
a USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Paul A. Zucker/ 

Primary Examiner, Art Unit 1621 



